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DETAILED ACTION 



Claims 4-6 are canceled without prejudice, the pending claims now are 1-3, and 

7-13. 

Response to Arguments 

1 . Applicant's arguments filed 8/7/02 have been fully considered but they are not 
persuasive. 

Applicant argues: 

(a) Annis does not disclose "a device for protecting components within an 
electronic system from radiated electromagnetic energy during concurrent 
maintenance." 

Piatt in view of Annis does not teach or suggest "concurrent maintenance." 
Examiner disagrees. 

Response to arguments (a) and (b), the application to a "concurrent 
maintenance" in the preamble to claim 1 is not given any patentable weight since there 
is nothing specific in the invention that adapts this concept specifically to a "concurrent 
maintenance . Paragraph 21 1 1 .02 of the Manual of Patenting Examining Procedure is 
given below. w 

The preamble is not given the effect of a limitation unless it breathes life and 
meaning into the claim. In order to limit the claim, the preamble must be "essential to 
point out the invention defined by the claim." Kropa v. Robie , 88 USPQ 478, 481 
(CCPA 1951) (discussed below). In claims directed to articles and apparatus, any 
phraseology in the preamble that limits the structure of that article or apparatus must be 
given weight. In re Stencel, 4 USPQ2d 1071 (Fed. Cir. 1987) (discussed below). 
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On the other hand, a preamble is generally not accorded any patentable weight 
where it merely recites the purpose of a product/process or the intended use of a 
structure, and where the body of the claim does not depend on the preamble for 
completeness but, instead, the process steps or structural limitations are able to stand 
alone. In re Hirao , 535 F.2d 67, 190 USPQ 15 (CCPA 1976) (process claims, 
discussed below); Kropa v. Robie,88 USPQ 478, 481 (CCPA 1951 )(claims directed to 
apparatus, products, chemical structure, etc.,). 

Finally, the device with a functional language, which is "for... during concurrent 
maintenance" is not positive claim. 



Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

if ^ ^"IT^"- be obtained ,hou 9h the invention is not identically disclosed or described as set forth in section in? 

3. Claims 1 -1 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Annis et al. (U. S. Patent 5,436,803) in view of Piatt et al. (U. S. Patent 5,042,426). 

As to claims 1 , 7, Annis discloses a device for protecting components within an 
electronic system (12, column 5, line 37) from radiated electromagnetic energy (column 
6, lines 21-24) during concurrent maintenance as shown in figures 1-5, the device 
comprising: 
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a sheet (10, column 5, lines 37-38) of electromagnetic shielding material sized to 
overlay a portion of the electronic system (12); 

an opening (neck 20-figure 1 having an opening) which is a slit formed in the 
sheet and sized for accessing the components within the electronic system (12); and 

a grounding member (18, column 5, lines 50-51 ) electrically coupled to the sheet 
and adapted to be coupled to a ground. 

Annis does not teach said grounding member including a wire terminated with a 
clip for coupling said grounding member to ground. 

Piatt shows a grounding member (14, column 2, lines 16-17) having a wire (24, 
column 2, line 29) including a clip (26, column 2, line 31) for coupling the grounding 
member (14) to ground (GO). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use a grounding member including a wire terminated with a clip 
for coupling a grounding member to ground as taught by Piatt to employ the device of 
Annis in order to prevent an ESD and protect the device to be grounded when 
cooperated to another source. 

As to claim 2, Annis discloses a device as shown in figure 1 wherein the sheet 
comprises a transparent material. 

As to claim 3, Annis discloses a device as shown in figures 1-5 wherein the sheet 
comprises a flexible shielding material of a metallized polymer (column 6, lines 6-12). 

As to claim 8, Annis discloses a device wherein as shown in figure 4 the opening 
is a closable flap (26, column 7, lines 15-34). 
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Regarding claims 9-1 3, the method steps are necessitated by the device 
structure as it is disclosed by Annis and Piatt. 



Conclusion 

4. THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tuan T Dinh whose telephone number is 703-306-5856. 
The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner' 
supervisor David L. Talbott can be reached on 703-305-9883. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-305-3431 
for regular communications and 703-305-3431 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0956. 



TD 

November 13, 2002. 




